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This is in response to the appeal brief filed on March 2, 2005 appealing from the Office 
action mailed on July 21, 2004. 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 
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(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

4,601,673 NASCA 7-1986 

4,079,470 DEEGetal. 3-1978 

3,480,971 SMITH 12-1969 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claims 1-18, 20, 21, 23-28, 30, 31, and 33-58 are rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent No. 4,601 ,673 to Nasca in view of U.S. 
Patent No. 4,079,470 to Deeg et al. 

Nasca discloses the claimed invention except for the lens being made of 
diamond, sapphire, topaz, beryl, quartz, zircon, ruby, cubic zirconium, synthetic rutile, 
synthetic sapphire, synthetic spinel, strontium titanate, yttrium aluminate, or gadolinium 
gallium garnet. However, Deeg et al. teaches an artificial eye comprising the 
aforementioned limitation (see entire document). Therefore, it would have been obvious 
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to one having ordinary skill in the art at the time the invention was made to modify the 
artificial eye of Nasca, in view of Deeg et al., such that it would provide the artificial eye 
of Nasca with the aforementioned limitation for the purpose of enhancing the durability 
of the artificial eye. 

Claims 1-4, 9-12, 17, 18, 20, 21, 23-25, 27, 28, 30, 31, 33-35, 37-46, and 51-54 
are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
3,480,971 to Smith in view of U.S. Patent No. 4,079,470 to Deeg et al. 

Smith discloses the claimed invention except for the lens being made of 
diamond, sapphire, topaz, beryl, quartz, zircon, ruby, cubic zirconium, synthetic rutile, 
synthetic sapphire, synthetic spinel, strontium titanate, yttrium aluminate, or gadolinium 
gallium garnet. However, Deeg et al. teaches an artificial eye comprising the 
aforementioned limitation (see entire document). Therefore, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to modify the 
artificial eye of Smith, in view of Deeg et al., such that it would provide the artificial eye 
of Smith with the aforementioned limitation for the purpose of enhancing the durability of 
the artificial eye. 

(10) Response to Argument 

In response to Appellant's argument that there is no suggestion to combine the 
references, the Examiner recognizes that references cannot be arbitrarily combined and 
that there must be some reason why one skilled in the art would be motivated to make 
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the proposed combination of primary and secondary references. However, there is no 
requirement that a motivation to make the modification be expressly articulated. The 
test for combining references is what the combination of disclosures taken as a whole 
would suggest to one of ordinary skill in the art. References are evaluated by what they 
suggest to one versed in the art, rather than by their specific disclosures. In this case, 
the Deeg et al. reference was combined with the Nasca and Smith references merely to 
teach the concept of having a lens for an eye being made of the various materials 
recited in the claims on appeal. 

The Nasca and Smith references clearly teach the all of the structural limitations 
of the claims on appeal, however fail to teach the specific materials recited in the claims 
on appeal. Nevertheless, the Nasca reference does in fact teach that the lens "could be 
colored or pigmented" (column 4, lines 21-22) for aesthetic purposes. The Deeg et al. 
reference teaches a lens formed of the specific materials that are claimed, and the 
structure of the lens taught by Deeg et al. (see fig.1 ) is very similar to the structure of 
the lens taught by the Nasca and Smith references (see figs. 2 and 1 , respectively), and 
is even similar in structure to the lens taught by the present invention, all of which have 
a substantially hemispherical shape. The structural differences between the eye taught 
by Nasca and Smith, and the eye taught by Deeg et al. is irrelevant since the disclosure 
of the Deeg et al. reference does not focus on the structure of the eye, nor does the 
Deeg et al. reference claim any part of the structure of the eye. Deeg et al. primarily 
focuses on the use of the lens for an eye and the specific materials that the lens is 
formed of, and the particular desirable characteristics of these materials, such as their 
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refractive index, density, hardness and inherent durability of certain materials that are 
disclosed, such as diamond. In fact, the structure of the lens taught by Deeg et al. has 
a strong resemblance to the structure of the lens taught by both Nasca and Smith. 

The Nasca and Smith references clearly satisfy all of the claimed structural 
limitations of the claims on appeal, and the Deeg et al. reference clearly teaches a lens 
formed of the specific materials recited in the claims on appeal. The disclosure of the 
Deeg et al. reference would suggest to one of ordinary skill in the art, the desirable 
qualities of the materials used to form the lens and would have motivated one of 
ordinary skill in the art to employ these desirable characteristics of the disclosed 
materials, especially their refractive index and hardness in combination with the eye 
structures of the Nasca and Smith references to further enhance the durability and 
aesthetic value of these eye structures. Furthermore, the Smith reference teaches an 
"artificial eye for use as a replacement for a natural eye" and the Deeg et al. reference 
teaches the artificial lens used as an implant for a natural eye, therefore both references 
are clearly within the same field of endeavor, thereby further justifying the motivation to 
combine these references for the aforementioned purposes and advantages. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

AA 

10/14/2005 



Conferees: 

BOYER D.ASHLEY 

Boyer Ashlef^/k PRIMARY EXAMINER 




